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DETAILED ACTION 

This is a response to Applicant's Remarks filed on July 25, 2008. 
Claims 21-31 are currently pending. 

Response to Arguments 
1 . Applicant's arguments filed July 25, 2008 have been fully considered but they are 
not persuasive. 

Lawandy in paragraph 003 states "Watermarks or signatures are typically produced by 
utilizing semantic information of the item to be protected, for example, alphanumeric 
characters, physical features, etc. or other related information (eg. ownership 
information). " The Examiner reads "ownership information" as synonymous to 
jurisdiction information. Thus Lawandy teaches semantic information as jurisdiction 
information because semantic information can convey any related information including 
ownership information. The physical characteristics at paragraph 33 is combined with 
jurisdiction information as shown in Figure 1 of Lawandy, the Semantic Information 
would be the Applicant's jurisdiction information. The digital watermarking algorithm has 
the relationship between the physical characteristics/taggant information and Applicant's 
jurisdiction information. Both are used to obtain a watermark key which is related to a 
digital watermark embedded in the document. Lawandy states in paragraph 0048 that 
" it should be understood that the taggant and/or semantic information may be used as a 
key , where the digital watermarking algorithm uses the key to decode or otherwise 
retrieve information encoded in the digital watermark." Therefore, applicant's jurisdiction 
information is associated with physical characteristics or attributes of the ID document. 
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The Applicant acknowledges the double patenting rejection but defers a response until 
claims issue of that associated application. 

The Examiner will be maintaining the double patenting rejections accordingly. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 . Claim 21 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable overclaim 11 of copending Application No. 
10/893149. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the obtaining a watermark key of the instant 
application can be read as the mathematical relationship of the copending application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

1 . Claim 21 -22, and 24-28 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by Lawandy et al. [US Pub 2001/0037455 A1]. 

Based on independent claim 21 , Lawandy et al. teach a method of verifying a document 
comprising: determining jurisdictional information related to the document [Pg 2, Par 
0033-0037. Jurisdictional information can be physical characteristics or attributes of the 
ID document.], wherein the jurisdictional information is used to obtain a watermark key 
which is related to a digital watermark embedded in the document; and using the key to 
extract the digital watermark embedded in the document [Pg 3, Par 0046] [Pg 3, Par 
0052] [Pg 3, Par 0054]. 
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With regard to dependent claim 22, Lawandy et al. teach the method of claim 21 , 
wherein the document comprises a machine-readable feature, which carries the 
jurisdictional information, and wherein said determining step comprises reading the 
machine-readable feature [US Pub 2001/0037455 A1, Pg 3, Par 0054 - Such 
information can be stored anywhere in the card.]. 

With regard to dependent claim 24, Lawandy et al. teach the method of claim 21 
wherein the jurisdictional information is combined with predetermined data to form the 
watermarking key [US Pub 2001/0037455 A1 , Pg 3, Par 0044-0046]. 
With regard to dependent claim 25, Lawandy et al. teach the method of claim 21 , 
wherein the jurisdictional information comprises the watermarking key [US Pub 
2001/0037455 A1 , Pg 3, Par 0052]. 

With regard to dependent claim 26, Lawandy et al. teach the method of claim 22, 
wherein the jurisdictional information comprises the watermarking key [US Pub 
2001/0037455 A1 , Pg 3, Par 0052]. 

With regard to dependent claim 27, Lawandy et al. teach the method of claim 21 , 
wherein the jurisdictional information is mathematically related to the digital watermark 
through a cryptographic relationship [US Pub 2001/0037455 A1, Pg 3, Par 0044-0048, 
Examiner notes a key to decode information encoded in the digital watermark.]. 
With regard to dependent claim 28, Lawandy et al. teach the method of claim 21, 
wherein the jurisdictional information is mathematically related to the digital watermark 
through a watermarking key [US Pub 2001/0037455 A1 , Pg 3, Par 0044-0048, 
Examiner notes a key to retrieve information encoded in the digital watermark.]. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1 . Claims 23 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lawandy et al. [US Pub 2001/0037455 A1], and further in view of Chen et al. [US 
PN 5694471]. 

With regard to dependent claim 23, Lawandy et al. teach the method of claim 21, but 
does not teach wherein the jurisdictional information comprises an index, which is used 
to interrogate a database to obtain the watermarking key. 

Chen et al. teach jurisdiction information organized as a tree structure type database 
stored in the identification document [Jurisdiction information also comprise "pointers" to 
retrieve key information from a database organized as a tree structure.] [US PN 
5694471, Fig 3A and Fig 3B] [US PN 5694471, Col 9, Ln 53-55]. Chen is analogous art 
because it is in the same inventive field of counterfeit proof identification documents. 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Lawandy et al. by storing information in the identification document as a tree 
structure type database because the counterfeit proof identification document has 
storage elements capable of storing such information. The suggestion/motivation for 
combining would have been to provide for multiple account records in a single 
identification document [US 5694471 , Col 8, Ln 46-49]. Therefore, it would have been 
obvious to combine Chen et al. and Lawandy et al. 
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Regarding claim 31 , Lawandy teaches the method of claim 29 wherein the watermark is 
related to other machine readable data on the document through a relationship utilizing 
keys [US Pub 2001/0037455 A1 , Pg 3, Par 0048]. Lawandy does not teach wherein the 
relationship utilizing keys is through a public-private key pair. 

Chen teaches a relationship wherein utilizing keys is through a public-private key pair 
with machine readable data on the document. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Lawandy et al. by having a public-private key pair relationship when utilizing 
keys with data on the document. The suggestion/motivation for combining would have 
been to provide for a cryptographic system utilizing public-private key pairs for added 
security feature [US 5694471 , CoM, Ln 32-51]. Chen et al. is analogous art because it 
is in the same inventive field of counterfeit proof identification documents. 
2. Claims 29 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lawandy et al. [US Pub 2001/0037455 A1], and further in view of Hudson et al. 
[PCT Pub WO/2001/095249]. 

Regarding claim 29, Lawandy teaches the method of claim 21 wherein the watermark is 
embedded in an optical device/image on the document [US 2001/0037455 A1 , Pg 3, 
Par 0052]. Lawandy does not teach wherein the optical device/image is an optically 
variable device. 

Hudson teaches watermark is embedded in an optically variable device (OVD) 
[WO/2001/095249, Pg 7, Ln 11-18] [WO/2001/095249, Pg 28, Ln 29 thru Pg 29, Ln 12]. 
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[Digital watermarking is an additional or secondary coding that allows for another level 
of security/verification (WO/2001/095249, Pg 8, Ln 13). It is open for use with any 
identification data taught in Pg 28, Ln 29 thru Pg 29, Ln 12.]. 

It would have been obvious to one of ordinary skilled in the art at the time of invention to 
modify optical device/image of Lawandy into optical variable devices as taught by 
Hudson. The suggestion/motivation for having optical variable devices is the added 
security in the technology behind producing optical variable devices. Hudson is 
analogous art because it is in the same inventive field of counterfeit proof identification 
documents. 

Regarding claim 30, Lawandy and Hudson teach the method of claim 29 wherein the 
optically variable device comprises a hologram [WO/2001/095249, Pg 25, Ln 8-12] 
[WO/2001/095249, Pg 24, Ln 10-20]. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARTIN JERIKO P. SAN JUAN whose telephone 
number is (571)272-7875. The examiner can normally be reached on M-F 8:30a - 
6:00p EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Gilberto Barron can be reached on 571-272-3799. The fax phone number 

for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. 

/MJSJ/ 

Martin Jeriko San Juan 
Examiner, Art Unit 2432 

/Gilberto Barron Jr/ 

Supervisory Patent Examiner, Art Unit 2432 



